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Offtie Action Summary 



Application No. 

09/766,158 



Examiner 



Applicant(s) 

SAHASRANAMAM, U R 



Carolyn A Paden , 

The MAILING DATE of this communication appea rs on the cover sheet with the corresponoence wress - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

- If NO Deriod for reply is specified above, the maximum statutory period will apply and win ™P™ ; ABANDONED (35 U S C. § 133). 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication® filed on 19 January 2001 . 
2a)D This action is FINAL. 2bM This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters prosecutor i as to the ments is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 21 3. 
Disposition of Claims 

4) I3 Claim(s) Ml "s/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E§] Claim(s) Ml is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
1 !)□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)D All b)D Some*c)l2 None of: 

1 .K! Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

3 D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

1 5) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 1 21 . 

Attachment(s) 

rvTi , „ , n-> a mm *co\ 4) □ Interview Summary (PTO-41 3) Paper No(s). 

1 , Notice o References Cted (PTOB^ ^ Notjce of |nforma| Ratent AppIication (PT0 _1 52) 

2) LJ Notice of Draftsperson s Patent Drawing Review (K i u-atoj -</ uj 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) U Other: 
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Claims 1-1 1 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

Claims 1-11 are rejected under 35 U.S.C. 112, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to enable one skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

None of the subject matter that is in the claims is fully described in the specification. 
The claims do not adequately describe the process wherein a fractionated fat is prepared. There 
is no suggestion of a high-pressure membrane filter and it is unclear to examiner what filter, 
among all of the filters that are available, might be selected. Also what interesterification 
process is contemplated by claim 10? What is melt crystallization? 

A broad range or limitation together with a narrow range or limitation that falls within the 
broad range or limitation (in the same claim) is considered indefinite, since the resulting claim 
does not clearly set forth the metes and bounds of the patent protection desired. Note the 
explanation given by the Board of Patent Appeals and Interferences in Ex parte Wu, 10 
USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad language is followed by 
"such as" and then narrow language. The Board stated that this can render a claim indefinite by 
raising a question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required feature of 
the claims. Note also, for example, the decisions of Ex parte Steigewald, 13 1 USPQ 74 (Bd. 
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App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 86 USPQ 481 

(Bd. App. 1949). In the present instance, claims 4-8 and 1 1 recite the broad recitation, and the 

claim also recites the preferable range, which is the narrower statement of the range/limitation. 

The following guidelines illustrate the preferred layout for the specification of a utility 
application. These guidelines are suggested for the applicant's use. 

Arrangement of the Specification 

As provided in 37 CFR 1.77(b), the specification of a utility application should include 
the following sections in order. Each of the lettered items should appear in upper case, without 
underlining or bold type, as a section heading. If no text follows the section heading, the phrase 
"Not Applicable" should follow the section heading: 

(a) TITLE OF THE INVENTION. 

(b) CROSS-REFERENCE TO RELATED APPLICATIONS. 

(c) STATEMENT REGARDING FEDERALLY SPONSORED RESEARCH OR 

DEVELOPMENT. 

(d) INCORPORATION-BY-REFERENCE OF MATERIAL SUBMITTED ON A 

COMPACT DISC (See 37 CFR 1.52(e)(5) and MPEP 608.05. Computer program 
listings (37 CFR 1.96(c)), "Sequence Listings" (37 CFR 1.821(c)), and tables 
having more than 50 pages of text are permitted to be submitted on compact 
discs.) or 

REFERENCE TO A "MICROFICHE APPENDIX" (See MPEP § 608.05(a). 
"Microfiche Appendices" were accepted by the Office until March 1, 2001.) 

(e) BACKGROUND OF THE INVENTION. 

(1) Field of the Invention. 

(2) Description of Related Art including information disclosed under 37 CFR 1.97 
and 1.98. 

(f) BRIEF SUMMARY OF THE INVENTION. 

(g) BRIEF DESCRIPTION OF THE SEVERAL VIEWS OF THE DRAWING(S). 

(h) DETAILED DESCRIPTION OF THE INVENTION. 

(i) CLAIM OR CLAIMS (commencing on a separate sheet). 

(j) ABSTRACT OF THE DISCLOSURE (commencing on a separate sheet). 

(k) SEQUENCE LISTING (See MPEP § 2424 and 37 CFR 1.821-1.825. A"Sequence 
Listing" is required on paper if the application discloses a nucleotide or amino 
acid sequence as defined in 37 CFR 1.821(a) and if the required "Sequence 
Listing" is not submitted as an electronic document on compact disc). 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 



basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a forei^ country or ir .public use or on 
sale m this country, more than one year prior to the date of application for patent in the Uiuted States. 

Claims 1-4, 6 and 7 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Aini (JAOCS 76(5)643 and see Table 2, Table 1, page 643, col. 1 & 2. 

Claims 1-1 1 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In claim 1, line 2 it is unclear if applicant intends to include or exclude the list of oils that 
are in the claims. An amendment to the claim changing "such as" to -selected from the group 
consisting of- would overcome the rejection. Claim 1 is also confusing as to whether the liquid 
oil is blended with another oil or not. An amendment to the claim changing "to be blended with" 
to -and- would clarify what two oils are blended. 

Claim 2, line 2 has an obvious typing error in the recitation "ploy". It is not seen that the 
recitation "so that health claim. . . can be made" has any necessary bearing on a patent claim. 
Cancellation of this phrase is suggested. 

Claim 3 is confusing because the claim is a product claim and not a process claim. If 
applicant desires to indicate that the product is trans-free, then the claims should be amended to 
state this feature. 

In claims 4 & 5 there is no antecedent basis for "hard" palm fraction in an earlier claim. 
An amendment canceling "hard" would overcome the rejection. 

Claim 6 is a process depending from a product and does not appear to be a proper 
dependent claim as it is drafted. Also the claim uses the passive voice in the recitation "is 
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selectively" and thus it is unclear if an active process step is intended or not. An amendment to 
the claim clarifying this issue would overcome the rejection. 

Claims 7 & 8 also use the passive voice and are indefinite for the reasons set forth above. 
Claim 8 contains two sentences and this is not in an appropriate claim format. 

In claim 10, the last 3 lines, starting with "thus eliminating" do not add essential 
substance to the claims. Cancellation of this part of the claim is suggested. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Carolyn A. Paden whose telephone number is 703-308-3294. 
The examiner can normally be reached on Monday to Friday from 7 am to 3:30pm. 

The fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9310 or 703-872-9311 for after final responses. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661. 



CAR0LYN PADEN 3- - o: 
PRIMARY EXAMINER 
GROUP 19W- nt, ) 



